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DETAILED ACTION 
Claim Status 

1. The application has been examined and claims 51-91 are rejected as detailed 
below and are pending in this office action. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. To be statutory, a claimed computer-related process must either: (A) result in a 
physical transformation outside the computer for which a practical application is either 
disclosed in the specification or would have been known to a skilled artisan, or (B) be 
limited to a practical application with useful, concrete and tangible result. 

4. Claims 51-91 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 51-91 are not limited to tangible embodiments in view of Applicant's 
disclosure. There appears to be no useful result recited that reflects the practical utility 
in the descriptive portion of the specification [page 4]. 

These claims appear to constitute solely software per se and/or appear to 
constitute solely an abstract idea without any practical application. These claims do not 
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indicate use of hardware on which the software runs to perform the steps recited in the 
body of the claim. The program does not appear to have been stored in a tangible 
storage medium therefore it is program per se. Software or program can be stored on a 
medium and/or executed by a computer. 

In other words the software must be stored in a tangible medium. As such, these 
claims are not limited to statutory subject matter and are therefore non-statutory. 

Claim Objections 

5. Claims 53 and 61 are objected to because of the following informalities: 
Claim 53 depends on a cancelled claim 2. 
Claim 61 depends on a cancelled claim 10. 

For the purposes of this office action examiner presumes claims to depend on 
the preceding claims. Applicant is required to make the appropriate corrections as 
required to all other claims that may have similar improper dependent form. 



Double Patenting 

6. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
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F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

7. Claims 51-91 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-50 of U.S. Patent No. 6,662,197. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because It would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to omit elements and its function if the remaining 
elements perform the same functions as before. See In re Karlson, (CCPA)136 USPQ 
184, decided January 16, 1963. 



The following chart provides the correspondence between the instant claims and 
the claims of Patent No 6,662,197. 



Instant Application No: 10692285 


Pat No: 6,662,197 
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Claim Rejections - 35 USC § 102 



8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 51-59 are rejected under 35 U.S.C. 102(e) as being anticipated by Pat 
No: 6,324,654 to Wahl et al (hereinafter Wahl). 



Claims 1 through 50 (canceled). 



Claim 51 

Wahl discloses: 

A program for obtaining information about the number of updates to data blocks in 
data block locations in a data storage facility over a time interval, said program comprising 
processes for providing [data updates, See Wahl abstract]: 

A) a definition of a data group set of at least one of the data blocks [logical 
groups of data, See Wahl Col 3 lines 21-25], 

B) a definition of an interval corresponding to the time 

period for which update information is desired [period of time, update, See 
Wahl Col 7 lines 27-29], 

C) a recording, during the defined interval, of only a 
first update to each data block location for data in 

the data group set [writelog device, See Wahl Col 7 lines 18-30], 



Application/Control Number: 10/692,285 
Art Unit: 2166 



Page 8 



D) a transfer to the data group set of the information obtained by said 
recording after the defined interval [writelog device sent across the 
network, See Wahl Col 7 lines 18-30], 

E) a determination, from the information in the data group set, the total number 
of data block locations in the data group set that were updated at least one time 
during the defined interval [timestamp, sequence number, See Wahl Col 7 
lines 20-24], and 

F) a conversion of the total number of data block locations changed during 
into bandwidth based information about all the transfers involved in 
updating during the defined interval [bandwidth, See Wahl Col 3 lines 
39-43, Col 5 lines 35-38]. 

Claim 52 

Wahl discloses the elements of Claim 51 as above and furthermore it 
discloses wherein said recording includes a definition of a flag for each data block 
and altering the state of each flag upon receiving a first update to a corresponding 
data block [flag, Wahl Col 21 lines 20-24]. 

Claim 53. 

Wahl discloses the elements of Claim 52 as above and furthermore 
it discloses wherein said recording additionally includes: 

i) an establishment of a first state for each flag at the beginning of the 
defined interval [flag, Wahl Col 21 lines 20-24] 
, and 
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ii) an establishment of a second state for an individual flag when the 
corresponding data block is updated a first time, said recording counting the 
total number of flags in the second state at the end of the defined interval 
[flag, Wahl Col 21 lines 20-24]. 



Claim 54. 

Wahl discloses the elements of Claim 52 as above and furthermore it 
discloses wherein said recording includes a storage in an other dataset an 
identification of the time interval, data group and the 

defined flags [period of time, storage, sequence number, logical group, See Wahl 
Col 3 lines 23-25, Col 7 lines 20-30, 52-53]. 

Claim 55. 

Wahl discloses the elements of Claim 52 as above and furthermore it 
discloses wherein the define interval is divided into subintervals and said recording 
includes a storage, for each data group in the data group set, of identifications of the 
subinterval and data group and the defined flags [time-sequence, storage, flag, 
See Wahl Col 5 lines 29-38, Col 21 lines 20-24]. 



Claim 56 
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Wahl discloses the elements of Claim 55 as above and furthermore it 
discloses: 

i) an establishment of a first state for each flag at the beginning of each 
sample subinterval [flag, Wahl Col 21 lines 20-24], a 

ii) an establishment of a second state for an individual flag when the 
corresponding data block is updated for a first time, said recording 
counting the total number of flags in the second state at the end of the 
sample subinterval [flag, Wahl Col 21 lines 20-24]. 

Claim 57 . 

Wahl discloses the elements of Claim 51 as above and furthermore it 
discloses wherein updates to the data storage facility are copied over a data 
communications path having predetermined characteristic to a data facility, said program 
additionally comprising determination, from information obtained during said 
recording in combination with a first characteristic of the data communications 
path, of a second characteristic of the data communications path [copy, 
data, transfer, site, See Wahl Col 4 lines 42-45, Col 18 lines 40-44]. 



Claim 58. 

Wahl discloses the elements of Claim 57 as above and furthermore it 
discloses wherein the data facility operates as a mirror for the data 
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storage facility for maintaining a synchronized copy of the data therein 
and wherein said program obtains, as the first seconds characteristics 
respectively, bandwidth and time for the mirror to achieve synchronism for 
the recorded update activity for that given bandwidth [synchronous data, 
mirror, copy, data, transfer, site, bandwidth, See Wahl Col 4 lines 37-45, 
Col 18 lines 40-44]. 



Claim 59. 

Wahl discloses the elements of Claim 57 as above and furthermore it 
discloses wherein the data facility operates as a mirror for the data 
storage facility for maintaining a synchronized copy of the data therein 
and wherein said program determines as the first and second 
characteristics respectively, the time required for the mirror to achieve 
synchronism for the recorded update activity and the bandwidth required 
to achieve that resynchronization time [synchronous data, mirror, copy, 
data, transfer, site, bandwidth, See Wahl Col 4 lines 37-45, Col 18 lines 
40-44]. 

Claim Rejections - 35 USC § 102 



10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

11. Claim 60, 76 are rejected under 35 U.S.C. 102(e) as being anticipated by Pat No: 
6,085, 298 to Ohran (hereinafter Ohran). 

Claim 60. 

Ohran discloses: 

A program for determining, from a local site with local data storage 
facility, bandwidth related characteristics for a communications path that 
transfers data, produced by update operations, between first and second 
remote data storage facilities over a communications path wherein each of the 
data storage facilities stores data in datasets in data blocks, said program comprising 
processes for providing [data block, bandwidth, remote site, storage, 
communication link, Ohran Fig 1-6, Col 6 lines 25-39]: 

A) a definition of a set of data blocks in the local site data storage facility 
[primary backup system (local), data blocks, Ohran Fig 1-6, Col 6 lines 
25-39] 

B) a definition of defining a time interval [periodic schedule, Ohran Fig 1-6, 
Col 21 lines 58-60], 
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C) a recording of an identification of each data block 
in the local data storage facility that is updated during the interval [identify, 
record, update, data block, Ohran Col 17 lines 62-67, Col 18 lines 8-10, 
Fig 7A-B] 

D) a determination, upon completion of the time interval, of the number of data 
blocks in the defined set of data blocks that were updated during the tit interval 
[Ohran Col 8 lines 57-62], and 

E) a conversion of the information based upon the number of data blocks that 
were changed during the defined time interval into bandwidth related properties 
of the communications path [data block, bandwidth, remote site, storage, 
communication link, Ohran Fig 1-6, Col 6 lines 25-39]. 

Claim 76. 

Claim 76 is essentially the same as claim 60 and it is rejected for the same 
reason as applied hereinabove 



Claim Rejections - 35 (JSC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 61-75, 77-91 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ohran in view of Wahl. 
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Claim 61. 

Ohran discloses the elements of Claim 60 as above and furthermore it 
discloses: 

i) a definition of a table with a position corresponding to each of the defined 
data blocks tracks and each position being set to a first state [identify, record, data 
block, Ohran Col 17 lines 62-67, Col 18 lines 8-10, Fig 7A-B], and 

ii) a setting of a position corresponding to a defined data block during the 
defined time interval to a second state in response to a first update 
operation [identify, record, data block, update, Ohran Col 17 lines 
62-67, Col 18 lines 8-10, Fig 7A-B]. 
Ohran discloses the elements of claim 61 as above but does not 

explicitly indicate "table" Wahl discloses the claimed "table" [Wahl 
Col 8 line 25-26]. 
It would have been obvious to one of ordinary skill in the art of 
data processing to have combined the cited references because "table" 
as disclosed by Wahl would have enabled Ohran to provide a remote 
data mirroring system which includes architecture configured for 
optimal data mirroring. 

Furthermore it would help address the problem of the limited 
bandwidth of a network communication for data over the network. 



Claim 62 
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The combination of Wahl and Ohran discloses the elements of Claim 61 
as above and furthermore it discloses wherein said recording occurs over a 
plurality of defined time intervals and said recording sets all the table position to the first 
state at the beginning of each of the time intervals [periodic schedule, Ohran Fig 1- 
6, Col 13 lines 1- 5, Col 21 lines 58-60]. 

Claim 63. 

The combination of Wahl and Ohran discloses the elements of Claim 61 
as above and furthermore it discloses a storage of the contents of the table after 
each of the time intervals with a date-time stamp corresponding to the interval 
[store, time stamp Ohran Col 3 lines 11-19]. 

Claim 64. 

The combination of Wahl and Ohran discloses the elements of Claim 63 as 
above and furthermore it discloses: 

i) a definition of a report to be generated including a time frame 
including at least one time interval for the report [generate report, 
Wahl Col 22 lines 38-40, 55-60], 

ii) a processing of the stored contents of the table 

with date-time stamps within the time frame [time stamp, Ohran 
Col 3 lines 11-19] 



iii) a generation of a report with the numbers of 
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track changes recorded in the processed 
contents [generate report, Wahl Col 22 lines 38-40, 55-60] 

Claim 65. 

The combination of Wahl and Ohran discloses the elements of Claim 64 
as above and furthermore it discloses the local disk storage facility includes a 
controller including a set of logical volumes and the defined data blocks 
includes all the data blocks in the controller, said report definition including 
the generation of a corresponding reporter command, said processing 
including combining all the data block changes for the controller for all of 
the time intervals.[logical groups or volume grouping, local data storage, 
Wahl, Col 11 lines 45-54]. 

Claim 66 

The combination of Wahl and Ohran discloses the elements of Claim 
65 as above and furthermore it discloses wherein said processing includes 
the combination of the date-time stamped contents of each table in the 
report time frame a logical OR operation to obtain a final table and the 
counting of the total number of positions in the final table set to the second 
state [logical operator, table Wahl Col 8 line 25-26, Col 15 lines 57-60] 



Claim 67 
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The combination of Wahl and Ohran discloses the elements of Claim 65 
as above and furthermore it discloses generation of the reporter command with 
one parameter specifying a resynchronization time in which corresponding updates 
should be completed between the first and second remote data storage facilities, said 
processing providing the required bandwidth of the communications path to provide 
that resynchronization time [synchronization, generate report, bandwidth, Wahl Col 
22 lines 38-40, 55-60,, Col 15 lines 50-52, Wahl Col 4 lines 37-45, Col 18 
lines 40-44]. 



Claim 68. 

The combination of Wahl and Ohran discloses the elements of Claim 67 as 
above and furthermore it discloses communications path includes at least one path with a 
characteristic bandwidth, said program including a process for determining said bandwidth by 
dividing the required bandwidth by the number of paths to obtain the characteristic 
bandwidth [Bandwidth, Wahl Col 3 lines 39-44, Col 16 lines 50-63]. 

Claim 69. 

The combination of Wahl and Ohran discloses the elements of Claim 67 
as above and furthermore it discloses communications path will include at least one 
path with characteristic bandwidth, said program including a process for determining 
the bandwidth by dividing the required bandwidth by the characteristic bandwidth to 
determine t number of required paths [Bandwidth, Wahl Col 3 lines 39-44, Col 16 
lines 50-63]. 
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Claim 70 . 

The combination of Wahl and Ohran discloses the elements of Claim 66 
as above and furthermore it discloses the generation of the reporter command with 
one parameter specifying an available bandwidth of the 
communications path, said program including a process for providing a 
resynchronization time during which all updates to the first remote data storage 
facility will be transferred over the communications path to the second remote data 
storage facility [generate report, chart, Wahl Col 22 lines 38-43, 55-60]. 

Claim 71. 

The combination of Wahl and Ohran discloses the elements of Claim 70 
as above and furthermore it discloses the communications path includes at least 
one path having a characteristic bandwidth, said program providing the bandwidth 
as the mathematical product of the number of paths and the characteristic 
bandwidth [Bandwidth, Wahl Col 3 lines 39-44, Col 16 lines 50-63]. 



Claim 72. 

The combination of Wahl and Ohran discloses the elements of Claim 64 
as above and furthermore it discloses the local data storage facility includes a 
plurality logical volume and the defined data blocks include all the data blocks the 
controller, said generation of the reporter command including the definition of a logical 
volume report for set of at least one logical volume, said the combination of all the data 
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block changes for each of the defined logical volumes [report, logical group 
(logical volume), Wahl Col 22 lines 38-47]. 



Claim 73. 

The combination of Wahl and Ohran discloses the elements of Claim 72 
as above and furthermore it discloses said program includes the combination of all 
the contents of the table for a logical volume in a logical OR operation to obtain the 

final table and the summing of the positions in the final table that are set to the 
second state [logical operator, table Wahl Col 8 line 25-26, Col 15 lines 57-60]. 

Claim 74 , 

The combination of Wahl and Ohran discloses the elements of Claim 66 
as above and furthermore it discloses the local disk storage facility includes a 
plurality logical volume and each logical volume includes at least one dataset, said 
generation of the reporter command defining a dataset report with a set of at least one 
dataset, said program including the combination of all the data block changes for 
each of the defined datasets [report, logical group (logical volume), Wahl Col 22 
lines 38-47]. 

Claim 75. 
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A program as recited in claim 74 wherein said program additionally includes the 
definition of a mask of the data blocks forming the defined datasets, the generation of a 
final table that is the logical OR of all the tables in the logical volume containing the 
defined datasets and the combination of the mask and the final table in a logical AND 
operation [code, cryptography, Ohran Col 28 lines 33-38], 



Claim 77. 

Claim 77 is essentially the same as claim 61 and it is rejected for the same 
reason as applied hereinabove 

Claim 78 is essentially the same as claim 62 and it is rejected for the same reason as 
applied hereinabove 

Claim 79 is essentially the same as claim 63 and it is rejected for the same reason as 
applied hereinabove 



Claim 80 is essentially the same as claim 64 and it is rejected for the same reason 
as applied hereinabove 

Claim 81 is essentially the same as claim 65 and it is rejected for the same reason as 
applied hereinabove 

Claim 82 is essentially the same as claim 66 and it is rejected for the same reason as 
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applied hereinabove 

Claim 83 is essentially the same as claim 67 and it is rejected for the same reason as 
applied hereinabove 

Claim 84 is essentially the same as claim 68 and it is rejected for the same reason as 
applied hereinabove 

Claim 85 is essentially the same as claim 69 and it is rejected for the same reason as 
applied hereinabove 

Claim 86 is essentially the same as claim 70 and it is rejected for the same reason as 
applied hereinabove 

Claim 87 is essentially the same as claim 71 and it is rejected for the same reason as 
applied hereinabove 

Claim 88 is essentially the same as claim 72 and it is rejected for the same reason as 
applied hereinabove 

Claim 89 is essentially the same as claim 73 and it is rejected for the same reason as 
applied hereinabove 

Claim 90 is essentially the same as claim 74 and it is rejected for the same reason as 
applied hereinabove 
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Claim 91 is essentially the same as claim 75 and it is rejected for the same reason as 
applied hereinabove 
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14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Emeka Ebirim whose telephone number is 571-272- 
3994. The examiner can normally be reached on 8:30pm - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain Alam can be reached on 571-272-3978. The fax phone number for 
the organization where this application or proceeding is assigned is 571-272-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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